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This session of the examination is an open book examination.  You may use books, notes, or other written materials 
that you believe will be of help to you except you may not use prior registration examination questions and/or 
answers.  Books, notes or other written materials containing prior registration examination questions and/or answers 
cannot be brought into or used in the room where this examination is being administered.  If you have such 
materials, you must give them to the test administrator before this session of the examination begins. 
 
All questions must be answered in SECTION 1 of the Answer Sheet which is provided to you by the test 
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Darken completely the circle corresponding to your answer.  You must keep your mark within the circle.  Erase 
completely all marks except your answer.  Stray marks may be counted as answers.  No points will be awarded for 
incorrect answers or unanswered questions.  Questions answered by darkening more than one circle will be 
considered as being incorrectly answered. 
 
This session of the examination consists of fifty (50) multiple choice questions, each worth one (1) point.  Do not 
assume any additional facts not presented in the questions.  When answering each question, unless otherwise stated, 
assume that you are a registered patent practitioner.  The most correct answer is the policy, practice, and procedure 
which must, shall, or should be followed in accordance with the U.S. patent statutes, the PTO rules of practice and 
procedure, the Manual of Patent Examining Procedure (MPEP), and the Patent Cooperation Treaty (PCT) articles 
and rules, unless modified by a court decision, a notice in the Official Gazette, or a notice in the Federal Register.  
Each question has only one most correct answer.  Where choices (A) through (D) are correct and choice (E) is “All 
of the above,” the last choice (E) will be the most correct answer and the only answer that will be accepted.  Where 
two or more choices are correct, the most correct answer is the answer that refers to each and every one of the correct 
choices.  Where a question includes a statement with one or more blanks or ends with a colon, select the answer from 
the choices given to complete the statement that would make the statement true.  If it is determined by the USPTO 
that there is more than one most correct answer to a question, each most correct answer will be accepted, but only 
one point will be given for the question.  The presence of multiple most correct answers does not, in itself, render the 
question ambiguous.  Unless otherwise explicitly stated, all references to patents or applications are to be understood 
as being U.S. patents or regular (non-provisional) utility applications for utility inventions only, as opposed to plant 
or design applications for plant and design inventions.  Where the terms “USPTO” or “Office” are used in this 
examination, they mean the United States Patent and Trademark Office. 
 
You may write anywhere on the examination booklet.  However, do not remove any pages from the booklet.  
Only answers recorded in SECTION 1 of your Answer Sheet will be graded.  YOUR COMBINED SCORE OF 
BOTH THE MORNING AND AFTERNOON SESSIONS MUST BE AT LEAST 70 POINTS TO PASS THE 
REGISTRATION EXAMINATION. 
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1. Which of the following is not in accordance with the provisions of the MPEP?  
 

(A) Where joint inventors are named, the examiner should not inquire of the patent 
applicant concerning the inventors and the invention dates for the subject matter 
of the various claims until it becomes necessary to do so in order to properly 
examine the application. 

(B) Under 35 USC 119(a), the foreign priority benefit may be claimed to any foreign 
application that names a U.S. inventor as long as the U.S. named inventor was the 
inventor of the foreign application invention and 35 USC 119(a)-(d) requirements 
are met. 

(C) Where two or more foreign applications are combined in a single U.S. 
application, to take advantage of the changes to 35 USC 103 or 35 USC 116, the 
U.S. application may claim benefit under 35 USC 119(a) to each of the foreign 
applications provided all the requirements of 35 USC 119(a)-(d) are met. 

(D) One of the conditions for benefit under 35 USC 119(a) is that the foreign 
application must be for the same or a nonobvious improvement of the invention 
described in the United States application. 

(E) If a foreign application for which priority is being claimed under 35 USC 119 is 
filed in a country which does not afford similar privileges in the case of 
applications filed in the United States or to citizens of the United States and the 
foreign country is not a WTO member country, any claim for the foreign priority 
thereto by a U.S. application will not be effective. 

 
 
 
 
2. Assume that conception of applicant’s complex invention occurred prior to the date of the 
reference, but reduction to practice occurred after the date of the reference.  Which of the 
following is sufficient to overcome the reference in accordance with proper USPTO practice and 
procedure? 
 

(A) In a 37 CFR 1.131 affidavit or declaration, it is sufficient to allege that applicant 
or patent owner has been diligent. 

(B) In a 37 CFR 1.131 affidavit or declaration, it is sufficient to clearly establish 
conception of the invention prior to the effective date of the reference, and 
diligence from just prior to the effective date of the reference to actual reduction 
to practice.  The presence of a lapse of time between the reduction to practice of 
an invention and the filing of an application thereon is not relevant. 

(C) In a 37 CFR 1.131 affidavit or declaration, it is sufficient to clearly establish 
conception of the invention prior to the effective date of the reference.  Diligence 
need not be considered. 

(D) In a 37 CFR 1.131 affidavit or declaration, it is sufficient to show conception and 
reduction to practice in any country. 

(E) In a 37 CFR 1.131 affidavit or declaration, it is always sufficient to prove actual 
reduction to practice for all mechanical inventions by showing plans for the 
construction of the claimed apparatus. 
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3. Which of the following establishes a statutory bar under 35 USC 102 to patentability of 
Applicant’s claimed invention? 
 

(A) To further develop the invention, Applicant’s invention was tested and 
experimented with in the United States more than one year prior to applicant’s 
effective U.S. filing date, but the invention at the time was not fit for its intended 
purpose and important modifications concerning the claimed features resulted 
from the experimentation.  The first actual reduction to practice occurred after the 
effective U.S. filing date. 

(B) Applicant’s invention was sold in a WTO member country outside the United 
States more than one year prior to applicant’s effective U.S. filing date, and the 
sale was merely market testing of the invention to determine product acceptance. 

(C) Applicant’s invention is rendered obvious by the combination of two U.S. patents, 
both of which were patented more than one year prior to applicant’s effective 
filing date. 

(D) Applicant’s invention was sold outside the United States in a non-WTO member 
country, more than one year prior to applicant’s effective U.S. filing date, but the 
sale was merely an attempt at market penetration. 

(E) None of the above. 
 
 
 
 
4. A patent examiner resigned from the USPTO on June 7, 2001, and returned to 
Sheboygan, Wisconsin.  The next day, on June 8, 2001, the former examiner signed up for a one 
week seminar entitled, “How to Become Rich Without Really Working.”  During the seminar, 
the sponsors offered the former examiner a golden opportunity to purchase a 10% interest in a 
U.S. patent application that they stated is “guaranteed to produce significant royalties and give 
her a 1000% return on her investment.”  Soon after attending the seminar, the former examiner 
became a registered practitioner.  Which of the following accords with proper practice and 
procedure? 
 

(A) The former examiner may accept the offer, but only if an ownership interest in the 
application is transferred to the former examiner by an instrument in writing.  

(B) The former examiner can accept the offer, but only if an ownership interest in the 
application is transferred to the former examiner by an instrument in writing, 
which is made of record in the assignment records of the USPTO.  

(C) The former examiner can accept the offer, but only if an ownership interest in the 
application is transferred to the former examiner by an instrument in writing, 
which is made of record in the file of the application. 

(D) The former examiner should accept the offer, but only if an ownership interest in 
the application is transferred to the former examiner by an instrument in writing, 
and the original or a true copy of the original instrument, in writing, is made of 
record in the assignment records of the USPTO and in the file of the application.  

(E) The former examiner cannot accept the offer because she is incapable of acquiring 
an interest in the application at that time under the circumstances.  
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5. In accordance with the MPEP and USPTO rules and procedure, certain individuals owe a 
duty to the USPTO to disclose all information known to be material to patentability of the 
claim(s) pending in an application. Which of the following parties does not have the duty? 
 

(A) An inventor named in the application who relies on a patent attorney to prepare 
and prosecute the application.   

(B) A corporation to which an assignment of the entire interest in the application is on 
record at the USPTO. 

(C) An agent who prepares the application. 
(D) An attorney who prosecutes the application.  
(E) A person, who is not an inventor named in the application, who is substantively 

involved in the preparation and prosecution of the application, and who is 
associated with an inventor named in the application.   

 
 
 
 
6. An examiner has properly established a prima facie showing of no specific and 
substantial credible utility for the claimed invention in a patent application filed in February 
2001.  An applicant can sustain the burden of rebutting and overcoming the showing by: 
 

(A) Providing reasoning or arguments rebutting the basis or logic of the prima facie 
showing. 

(B) Amending the claims. 
(C) Providing evidence in the form of a declaration under 37 CFR 1.132 rebutting the 

basis or logic of the prima facie showing. 
(D) Providing evidence in the form of a printed publication rebutting the basis or logic 

of the prima facie showing. 
(E) All of the above. 

 
 
 
 
7. Which of the following requests by the registered practitioner of record for an interview 
with an examiner concerning an application will be granted in accordance with proper USPTO 
rules and procedure? 
 

(A) A request for an interview in a substitute application prior to the first Office 
action, for the examiner and attorney of record to meet in the practitioner’s office 
without the authority of the Commissioner. 

(B) A request for an interview in a continued prosecution application prior to the first 
Office action, to be held in the examiner’s office. 

(C) A request for an interview in a non-continuing and non-substitute application, 
prior to the first Office action to be held in the examiner’s office. 

(D) None of the above. 
(E) All of the above. 
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8. An application includes independent claims 1 and 2.  Which of the following, in a reply 
to a non-final Office action, provides the proper basis for a rejection under 35 USC 112, first 
paragraph? 
 

(A) Applicant amends claim 2 of the originally filed application by adding a limitation 
which was previously written only in claim 1 of the originally filed application, 
and one of ordinary skill in the art is enabled by the original disclosure to make 
and use the invention as claimed in amended claim 2. 

(B) Applicant amends claim 1 of the originally filed application by adding a limitation 
that was written in the original disclosure of the application, but the original 
disclosure does not enable one of ordinary skill in the art to make or use the 
invention as claimed in amended claim 1. 

(C) Applicant amends and broadens claim 2 by removing a limitation which was 
written in the original disclosure of the application, and one of ordinary skill in 
the art is enabled by the original disclosure to make and use the invention as 
claimed in amended claim 2. 

(D) Applicant adds new matter to the disclosure, but does not amend the claims of the 
originally filed application, and one of ordinary skill in the art is enabled by the 
original disclosure to make and use the invention as described in each of the 
claims. 

(E) None of the above. 
 
 
 
 
9. In accordance with proper USPTO practice and procedure, which of the following 
statements is true? 
 

(A) Where sole patent applicant Able claims his invention in a Jepson-type claim, and 
the specification discloses that the subject matter of the preamble was invented by 
Baker before applicant’s invention, the preamble is properly treated as prior art. 

(B) Where the sole patent applicant Able claims his invention in a Jepson-type claim, 
and the specification makes it clear that the claimed invention is an improvement 
on Able’s own prior invention, which Able discovered less than one year before 
the filing date of the application, the preamble in the claim is properly treated as 
prior art. 

(C) Where the sole patent applicant Able claims his invention in a Jepson-type claim, 
and the specification makes it clear that the claimed invention is an improvement 
on an invention that Able discovered and publicly used and commercially sold by 
Able in Texas for several years before the filing date of the application, the 
preamble in the claim cannot properly be treated as prior art. 

(D) Where the sole applicant, Baker, states that something is prior art, the statement 
can be taken as being admitted prior art only if corroborated by objective 
evidence proffered by Baker, or found by the examiner. 

(E) No claim, including a Jepson-type claim, carries with it an implied admission that 
the elements in the preamble are old in the art.  
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10. Which of the following is true? 
 

(A) There is no practical difference between an objection and rejection of a claim. 
(B) If the form of the claim (as distinguished from its substance) is improper, an 

objection is made. 
(C) An objection, if maintained by an examiner, is subject to review by the Board of 

Patent Appeals and Interferences. 
(D) An example of a proper objection is where the claims are refused because they 

fail to comply with the second paragraph of 35 USC 112.  
(E) An example of a proper rejection is a rejection of a dependent claim for being 

dependent on a claim that has been rejected only over prior art, where the 
dependent claim is otherwise allowable.  

 
 
 
 
11. Which of the following practices or procedures may be properly employed to overcome a 
rejection properly based on 35 USC 102(e)?  
 

(A) Persuasively arguing that the claims are patentably distinguishable from the prior 
art.  

(B) Filing an affidavit or declaration under 37 CFR 1.132 showing that the reference 
invention is not by “another.”  

(C) Filing an affidavit or declaration under 37 CFR 1.131 showing prior invention, if 
the reference is not a U.S. patent that either claims the same invention or claims 
an obvious variation of the subject matter in the rejected claim(s). 

(D) (A) and (C). 
(E) (A), (B) and (C). 

 
 
 
 
12. In accordance with the MPEP and USPTO rules and procedure, a joint inventor on behalf 
of himself or herself and a nonsigning joint inventor in certain circumstances may make a patent 
application. Which of the following is an acceptable reason for filing an application with a 
declaration signed by a joint inventor, who is not the legal guardian of the other joint inventor, 
on behalf of himself and the nonsigning joint inventor?   
 

(A) The nonsigning joint inventor refuses to join in the application.  
(B) The nonsigning joint inventor is on vacation and is temporarily unavailable to 

sign the declaration.  
(C) The nonsigning joint inventor is hospitalized and is temporarily unavailable to 

sign the declaration. 
(D) The nonsigning joint inventor is out of town and is temporarily unavailable to 

sign the declaration. 
(E) All of the above. 
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13. Which of the following is in accordance with the practice and procedures of Chapter 600 
of the MPEP and/or 37 CFR 1.52(c)? 
 

(A) Handwritten alterations to the claims in a newly filed patent application should be 
dated and initialed or signed by the applicant on the same sheet of paper. 

(B) The Office will consider evidence of whether noninitialed and/or nondated 
alterations were made before or after the signing of the oath or declaration rather 
than require a new oath or declaration. 

(C) Any alteration to a patent application made by the applicant may be made after 
the application was signed and sworn to.   

(D) Non-initialed or non-dated handwritten alterations to the claims on an application 
filed in the USPTO are considered to be a minor informality.  Thus, the Office 
personnel should not object to the same. 

(E) It is proper for an applicant to sign an oath or declaration even when the oath or 
declaration (i) does not identify a patent application or (ii) is not attached to or 
physically located together with the patent application. 

 
 
 
 
14. Which of the following timely actions should you take to accord maximum patent 
protection at minimum government fees for your client whose invention is described in a 
provisional patent application that was filed 6 months ago with no claim?  
 

(A) File a request to convert the provisional application to a nonprovisional 
application, accompanied by a proper executed declaration, an amendment 
including at least one claim as prescribed by paragraph 2 of 35 USC 112 and the 
proper fee set forth in 37 CFR 1.17(i). 

(B) File a request to convert the provisional application to a nonprovisional 
application, accompanied by a proper executed declaration, an amendment 
including at least one claim as prescribed by paragraph 2 of 35 USC 112, the 
proper fee set forth in 37 CFR 1.17(i), and the basic filing fee for the 
nonprovisional application. 

(C) File a request to convert the provisional application to a nonprovisional 
application, accompanied by a proper executed declaration, an amendment 
including at least one claim as prescribed by paragraph 2 of 35 USC 112, the 
proper fee set forth in 37 CFR 1.17(i), the basic filing fee for the nonprovisional 
application, and the surcharge required by 37 CFR 1.16(e). 

(D) File a nonprovisional application including at least one claim accompanied by a 
proper executed declaration, and the basic filing fee.  The application contains a 
specific reference to the provisional application in compliance with 37 CFR 
1.78(a)(5). 

(E) File a nonprovisional application including at least one claim accompanied by a 
proper executed declaration but without the basic filing fee.  The application 
contains a specific reference to the provisional application in compliance with 37 
CFR 1.78(a)(5). 
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15. Independent claim 1, fully supported by the specification in a patent application states: 
 

Claim 1. An apparatus comprising: a plastic valve; a copper pipe connected to the 
plastic valve; and an aluminum pipe connected to the plastic valve. 

 
Which of the following claims, presented in the application, provide the basis for a proper 
rejection under 35 USC 112, second paragraph? 
 

Claim 2. The apparatus of claim 1, wherein said pipe is statically charged. 
Claim 3. The apparatus of claim 1, wherein the outer circumference of said copper 

pipe is statically charged. 
Claim 4. The apparatus of claim 1, further comprising a thermostat connected to said 

plastic valve. 
 

(A) Claim 2. 
(B) Claim 3. 
(C) Claim 4. 
(D) Claims 2 and 3. 
(E) Claims 3 and 4. 

 
 
 
 
16. In which of the following situations, considered independently of each other, is the 
original, new, or amended claim supported in the application as filed?  
 

(A) An amendment to the specification changing the definition of “holder” from “is a 
hook” to “is a hook, clasp, crimp, or tong” and no amendment is made of the 
claim, which uses the term “holder.”  The amendment is filed one month after the 
application was filed.  There was no previous supporting disclosure in the 
specification of the holder being a clasp, crimp, or tong.  

(B) An amendment to the specification and claims changing the definition of “holder” 
from “is a hook” to “is a hook, clasp, crimp, or tong.”  The amendment is filed 
one month after the application was filed.  There was no previous supporting 
disclosure in the specification of the holder being a clasp, crimp, or tong. 

(C) Original claim 1 in the application refers to “a holder,” and original claim 2 
depends from and refers to claim 1 stating, “said holder is a hook, clasp, crimp, or 
tong.”  There is no disclosure in the specification preceding the claims in the 
application as filed for the holder to be a clasp, crimp, or tong. 

(D) An amendment is filed presenting a claim to an electrical insulating device, 
copied from a patent for the purpose of provoking an interference.  The claim 
refers to “nonconductive plastic holder.”  The application as filed contains a broad 
generic disclosure describing electrical insulating devices.  The holder is 
described in the specification of the application as “conducting electricity.”  There 
is no disclosure in the specification of the holder being “nonconductive.”  

(E) All of the above. 
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17. Claims 1 and 2 in a patent application state the following: 
 

Claim 1. An apparatus for sitting comprising: 
 (i) a square shaped base member; 
 (ii) four elongated members mounted to the bottom of the base member; and 
 (iii) a circular back member mounted to the base member. 
Claim 2. An apparatus as in claim 1, further comprising a spring connected to the back 
member and to the base member.  

 
Which, if any, of the following claims fully supported by the specification and presented in the 
application, is in accordance with USPTO rules and procedure? 
 

(A) 3. An apparatus as in claim 1, wherein the base member is rectangularly shaped.  
(B) 3. An apparatus as in claim 2, wherein the wheels connected to each of the 

elongated members are plastic. 
(C) 3. An apparatus as in the preceding claims, further comprising a pressure-sensing 

device connected to the base member. 
(D) 3. An apparatus as in any of the preceding claims, in which the circular back 

member is wooden. 
(E) None of the above.  

 
 
 
 
18. A U.S. patent application for inventor William Tull discloses a target-shooting gun for 
improved accuracy, and a bullet impregnated with a new chemical composition.  The new 
chemical composition minimizes damage to a target struck by the bullet.  In a non-final Office 
action, an examiner includes a restriction requirement between a group of claims drawn to the 
target-shooting gun (Group 1), and a group of claims drawn to the bullet (Group 2).  Which of 
the following, included in a timely reply to the non-final Office action, preserves Tull’s right to 
petition for review of the restriction requirement, if the requirement is made final? 
 

(A) A reply that distinctly points out supposed errors in the restriction requirement, 
and also states, “The restriction requirement is traversed, and no election is made, 
thereby preserving Applicant’s right to petition for review of the restriction 
requirement.” 

(B) A reply that states, “Applicant elects Group 2 and traverses the restriction 
requirement because the requirement for restriction between Group 1 and Group 2 
is in error.” 

(C) A reply that distinctly and specifically points out supposed errors in the restriction 
requirement, and states, “Applicant traverses the restriction requirement and 
elects Group 2.” 

(D) A reply that states, “The restriction requirement between Group 1 and Group 2 is 
traversed because it is in error, and no election is made, thereby preserving 
Applicant’s right to petition for review of the restriction requirement.” 

(E) None of the above. 
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19. In connection with the utility of an invention described in a patent application, which of 
the following conforms to proper USPTO practice and procedure? 
 

(A) A deficiency under 35 USC 101 also creates a deficiency under 35 USC 112, first 
paragraph. 

(B) To overcome a rejection under 35 USC 101, it must be shown that the claimed 
device is capable of achieving a useful result on all occasions and under all 
conditions.  

(C) A claimed invention is properly rejected under 35 USC 101 as lacking utility if 
the particular embodiment disclosed in the patent lacks perfection or performs 
crudely. 

(D) To overcome a rejection under 35 USC 101, it is essential to show that the 
claimed invention accomplishes all its intended functions. 

(E) A claimed invention lacks utility if it is not commercially successful. 
 
 
 
 
20. The specification in your client’s patent application has been objected to for lack of 
enablement.  To overcome this objection, your client may do any of the following except: 
 

(A) traverse the objection and specifically argue how the specification is enabling. 
(B) traverse the objection and submit an additional drawing to make the specification 

enabling. 
(C) file a continuation-in-part application that has an enabling specification. 
(D) traverse the objection and file an amendment without adding new matter in an 

attempt to show enablement. 
(E) traverse the objection and refer to prior art cited in the specification that would 

demonstrate that the specification is enabling to one of ordinary skill. 
 
 
 
 
21. In accordance with the MPEP and USPTO rules and procedure, an applicant for a patent 
dissatisfied with the primary examiner’s decision may appeal to the Board of Patent Appeals and 
Interferences (“the Board”) in certain situations.  In which of the following situations may the 
applicant properly appeal to the Board? 
 

(A) Applicant’s claims have been twice objected to, but have not been rejected.  
(B) Applicant’s claims have been rejected once in a non-final Office action during 

examination of a parent application, and once in a non-final Office action during 
examination of a continuing application.  

(C) Applicant’s claims in an original application have been rejected only once.  
(D) Applicant’s claims have been objected to only once, and have been rejected only 

once in a non-final Office action. 
(E) All of the above.  
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22. Which of the following is in accordance with the provisions in the MPEP? 
 

(A) In order to correct inventorship in a nonprovisional application where the 
statement of the lack of deceptive intent is not available from an inventor to be 
added, a petition under 37 CFR 1.181 may be properly filed.  

(B) If a person A learns that a patent application has been filed by person B without 
naming A as coinventor, A may file in the USPTO a petition that protests 
inventorship and directs B to add A’s name as a coinventor to the patent 
application. 

(C) If the application is involved in an interference, and a petition under 37 CFR 1.48 
is filed to correct inventorship, the Board of Patent Appeals and Interferences will 
remand the case to the primary examiner for consideration of the petition to 
ensure that a search of the relevant prior art is performed. 

(D) When a second conversion under 37 CFR 1.48(a) is attempted by the practitioner, 
the conversion decision will be decided by the Technology Center Director. 

(E) None of the above. 
 
 
 
 
23. Which of the following statements relating to design patents does not accord with proper 
USPTO practice and procedure? 
 

(A) Both design and utility patents may be obtained on an article if the invention 
resides both in its utility and ornamental appearance. 

(B) The design for an article consists of the visual characteristics embodied in or 
applied to an article. 

(C) Design patent applications are included in the Patent Cooperation Treaty (PCT), 
and the procedures followed for PCT international applications are to be followed 
for design patent applications. 

(D) A claim directed to a computer-generated icon shown on a computer screen 
complies with the “article of manufacture” requirement of 35 USC 171. 

(E) A claimed design may encompass multiple articles or multiple parts within an 
article. 

 
 
 
 
24. A claim, as required by the second through fifth paragraphs of section 112, shall not be 
required in a  _____________  patent application. 
 

(A) reissue 
(B) design 
(C) continuation 
(D) provisional 
(E) plant 
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25. Applicant Jones filed a request for a first continued prosecution application (CPA) on 
December 29, 2000 in a utility application that was filed on April 28, 2000.  Jones received a 
final Office action mailed on June 28, 2001.  In response, Jones filed an amendment amending 
the claims in the first CPA.  Jones received an advisory action on September 27, 2001 stating 
that the proposed amendment to the first CPA would not be entered because it raises new issues 
that would require further consideration.  Additionally, the proposed amendment did not meet 
the requirements for a complete reply under 37 CFR 1.111.  On December 28, 2001, Jones filed 
a petition for a 3-month extension of time with appropriate petition fee, a request for a second 
continued prosecution application, a request for suspension of action, and appropriate processing 
fee for the request for suspension of action.  No application filing fee was filed with the request 
for the second CPA.  Which of the following would be a proper communication mailed by the 
Office based on Jones’ actions? 
 

(A) A Notice of Allowability. 
(B) A Notice to File Missing Parts.  
(C) A first Office action on the merits. 
(D) A notice of improper Request for Continued Examination (RCE) and a notice of 

abandonment. 
(E) A letter granting the suspension of action. 

 
 
 
 
26. A patent application filed in the USPTO contains the following three original claims, 
including product by process Claim 3: 
 

Claim 1. A method for making an Ethernet cable comprising the steps of A, B and C. 
Claim 2. The method of claim 1, further characterized by the step of D. 
Claim 3. The Ethernet cable as in any one of the preceding claims. 

 
In the first Office action, the examiner objects to Claim 3 as being an improper dependent claim 
and requires cancellation of the claim.  Following proper USPTO practices and procedures, 
which of the following replies best overcomes the examiner’s objection and provides the client 
with the broadest patent protection? 
 

(A) Amend Claim 3 to read: “The Ethernet cable as made by the process set forth in 
claims 1-2.” 

(B) Cancel Claim 3.  Add Claim 4, which reads: “An Ethernet cable made by a 
process comprising the steps of A, B and C.” Add Claim 5, which reads: “An 
Ethernet cable made by a process comprising the steps of A, B, C and D.” 

(C) Cancel Claim 3 and add Claim 4, which reads: “An Ethernet cable made by a 
process comprising the steps of A, B and C.” 

(D) Cancel Claim 3 and add Claim 4, which reads: “An Ethernet cable made by a 
process comprising the steps of A, B, C and D.” 

(E) Cancel Claim 3. 
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27. Adams filed Application X on March 1, 2001.  Beth filed application Y on May 1, 2001.  
Neither application has been published.  Applications X and Y are copending and commonly 
assigned.  Earlier filed application X claims the same invention as claimed in application Y using 
identical language.  In accordance with the MPEP, which of the following actions should the 
examiner or assignee follow?  
 

(A) The claims to the same invention in application Y should be rejected under 35 
USC 102(a) as being anticipated by application X. 

(B) The claims to the same invention in application Y should be rejected under 35 
USC 102(b) as being anticipated by application X. 

(C) The claims to the same invention in application Y should be rejected under 35 
USC 102(e) as being provisionally anticipated by application X. 

(D) The common assignee should file a terminal disclaimer in application Y to avoid 
any question of double patenting. 

(E) The claims to the same invention in application Y should be rejected under 35 
USC 102(e) as being anticipated by application X. 

 
 
 
 
28. Which of the following is not in accordance with the provisions of 35 USC 115 (Oath of 
applicant)? 
 

(A) The applicant shall make oath (or declaration) that he believes himself to be the 
original and first inventor of the process, machine, manufacture, or composition 
of matter, or improvement thereof, for which he solicits a patent. 

(B) In the oath or declaration, the applicant must state of what country he is a citizen. 
(C) An oath may be made before any person within the United States authorized by 

law to administer oaths. 
(D) An oath executed in a foreign country must be properly authenticated. 
(E) A declaration which accompanies a patent application must state on the document 

a warning that willful false statements and the like are punishable by fine or 
imprisonment or both under 18 USC 1001, and the declaration must be notarized.   

 
 
 
 
29. For purposes of determining whether a request for continued examination is in 
accordance with proper USPTO rules and procedure, in which of the following situations will 
prosecution be considered closed? 
 

(A) The last Office action is a final rejection. 
(B) The last Office action is an Office action under Ex Parte Quayle. 
(C) A notice of allowance has issued following a reply to a first Office action. 
(D) The application is under appeal. 
(E) All of the above. 
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30. The MPEP sets forth a procedure whereby an examiner may contact an applicant to 
discuss election of claims after the examiner determines that a restriction requirement should be 
made. Assume that a primary examiner contacts a practitioner representing applicant by 
telephone prior to any Office action on the merits, and the examiner orally makes a restriction 
requirement.  During the telephone conversation, the practitioner orally makes an election of 
claims without traverse.  On examination, the examiner finds the elected claims to be allowable. 
Which of the following would be improper for the examiner to include in a letter to the 
practitioner attached to a Notice of Allowability?  
 

(A) A cancellation of the non-elected claims.  
(B) A statement that the prosecution is closed.  
(C) A statement that a Notice of Allowance will be sent in due course.  
(D) A statement that the applicant’s election is not upheld because an election must 

only be made in writing, and cannot be made by telephone.  
(E) All of the above. 

 
 
 
 
31. Regarding the specification of a nonprovisional patent application, which of the 
following practices is in accordance with proper USPTO practice and procedure?  
 

(A) The specification may include graphical illustrations or flowcharts.  
(B) The specification may include tables and chemical formulas. 
(C) The specification may include hyperlinks or other forms of browser-executable 

code embedded in the text.  
(D) The specification must begin with one or more claims. 
(E) The specification may include a reservation for a future application of subject 

matter disclosed but not claimed in the application.  
 
 
 
 
32. Which of the following practices or procedures may be properly employed to overcome a 
rejection properly based on 35 USC 102(a)?  
 

(A) Perfecting a claim to priority under 35 USC 119(a)-(d) based on a foreign 
application having a foreign priority filing date that antedates the reference. 

(B) Filing a declaration under 37 CFR 1.131 showing that the cited prior art antedates 
the invention. 

(C) Filing a declaration under 37 CFR 1.132 showing that the reference invention is 
by “others.” 

(D) Perfecting priority under 35 USC 119(e) or 120 by, in part, amending the 
declaration of the application to contain a specific reference to a prior application 
having a filing date prior to the reference. 

(E) (A), (B) (C), and (D). 
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33. Xavier files a complete first reply exactly 10 weeks after the mailing date of a final 
Office action that sets a 3 month shortened statutory period for reply.  An Examiner’s 
Amendment is necessary for the purpose of placing the application in condition for allowance.  
Which of the following statements is true? 
 

(A) If Xavier gives authorization for the Examiner’s Amendment exactly 2 months 
after his reply, the application will be allowed. 

(B) Authorization for the Examiner’s Amendment may be made at any time within 6 
months of Xavier’s reply to avoid abandonment of the application.. 

(C) Unless Xavier gives authorization for the Examiner’s Amendment within the 3 
months shortened statutory period for reply, the application will be abandoned. 

(D) If Xavier gives authorization for the Examiner’s Amendment exactly 2 months 
after his reply, the application will be abandoned unless accompanied by a proper 
petition and fee for an extension of time.   

(E) Abandonment of the application will be avoided if Xavier gives authorization for 
the Examiner’s Amendment any time within 6 months of the mail date of a final 
Office action.  No extension of time need be filed if Xavier gives the 
authorization between 3 months and 6 months after the Office action.  

 
 
 
 
34. On Monday, May 13, 2002, John’s secretary deposited in an “Express Mail” drop box 
prior to the last scheduled pick-up for that day, an envelope properly addressed to the USPTO for 
delivery to the USPTO by the “Express Mail Post Office to Addressee” service.  The envelope 
was received by the USPTO on Wednesday, May 15, 2002, containing a reply to an Office 
action which set a shortened statutory period (“SSP”) for reply ending on Tuesday, May 14, 
2002.  The reply was marked by the Office as being received on May 15, 2002.  The number of 
the “Express Mail” mailing label had not been placed on the response papers, and upon receipt of 
the “Express Mail” mailing label John learned that the “date in” was not clearly marked.   John 
promptly filed a petition requesting the filing date to be the date of deposit.  The petition 
included a showing that the date of deposit accompanied by evidence of USPS corroboration of 
the deposit.  Accordingly, 
 

(A) The reply will be regarded as timely filed in the USPTO on May 15, 2002.  
(B) The reply will be regarded as timely filed in the USPTO on May 14, 2002.  
(C) The reply will be regarded as timely filed in the USPTO on May 13, 2002.  
(D) The reply will be regarded as timely filed in the USPTO if a petition with proper 

fee for a one month extension of time is filed in the USPTO on or before June 14, 
2002.  

(E) The reply will be regarded as timely filed in the USPTO if the number of the 
“Express Mail” mailing label is placed on each page of a copy of the original 
response and hand carried to the USPTO on May 15, 2002, rather than being sent 
by “Express Mail.”  
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35. Which of the following is not in accordance with the provisions of the MPEP? 
 

(A) If there is a discrepancy between the information submitted in an application data 
sheet and the information submitted elsewhere in the application, the application 
data sheet will control except for the naming of the inventors and the citizenship 
of the inventors, which is governed by the oath or declaration. 

(B) A patent examiner should object to text of a patent application if it contains an 
embedded hyperlink and /or other form of browser-executable code. 

(C) All patent applicants should use the English units of measurement followed by the 
equivalent metric units when describing their inventions in the specifications of 
patent applications.  

(D) The paper used for patent applications must have a surface such that amendments 
may be written thereon in ink; so-called “Easily Erasable” paper having a special 
coating so that erasures can be made more easily may not provide a permanent 
copy as is required. 

(E) The following documents may be submitted to the Office on a compact disc: a 
computer program listing, a sequence listing, and a table that has more than 50 
pages of text. 

 
 
 
 
36. The USPTO notifies John, a registered patent agent who is representing applicant A, that 
after a reasonable search, the USPTO has been unable to locate applicant A’s patent application.  
By which of the following procedures may John avoid abandonment of applicant A’s application 
within the time period set by the USPTO? 
 

(A) Provide the USPTO with a copy of his record of all the correspondence between 
his office and the USPTO, assuming the existence of such record. 

(B) Provide the USPTO with a list of all the correspondence between his office and 
the USPTO, assuming the existence of such list, and a statement that the list is 
complete and accurate. 

(C) Provide the USPTO with a statement that he does not possess any record of the 
correspondence between his office and the USPTO because his files were 
destroyed.  

(D) Provide the USPTO with a record of all the correspondence between his office 
and the USPTO, and a statement that the papers produced are his complete record 
of all the correspondence between his office and the USPTO, assuming the 
existence of such record. 

(E) Provide the USPTO with a copy of his record of all the correspondence between 
his office and the USPTO, assuming the existence of such record, a list of all such 
correspondence, and a statement that he is not aware of any correspondence 
between his office and the USPTO that is not among his records. 
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37. Which of the following is not in accordance with the recommended characteristics set 
forth in the MPEP for the detailed description of the invention? 
 

(A) The detailed description of the invention must include a description of the 
preferred embodiment(s) of the invention as required in 37 CFR 1.71.  

(B) The detailed description should be as short and specific as is necessary to describe 
the invention adequately and accurately.  

(C) Where elements or groups of elements, compounds, and processes, which are 
conventional and generally widely known in the field of the invention described, 
and their exact nature or type is not necessary for an understanding and use of the 
invention by a person skilled in the art, they should not be described in detail.  

(D) The detailed description of the invention may include reference characters to the 
parts of the invention that do not appear in the drawings. 

(E) Where particularly complicated nonessential subject matter is involved or where 
the elements, compounds, or processes may not be commonly or widely known in 
the field, absent disclosure elsewhere in the application, the specification should 
refer to another patent or readily available publication that adequately describes 
the subject matter. 

 
 
 
 
38. Which of the following is true? 
 

(A) A claim to a process omitting a step in a disclosed process, where the step is 
disclosed in the specification to be essential to the invention, may not be properly 
rejected under 35 USC 112, first paragraph, for lack of enablement where the 
specification provides an enabling disclosure only for the process which includes 
the essential step. 

(B) Failure to disclose the best mode must rise to the level of active concealment or 
grossly inequitable conduct in order to support a rejection under 35 USC 112, first 
paragraph. 

(C) A claim failing to interrelate essential elements of the invention, as defined by the 
applicant in the specification, where the interrelation is critical to the invention 
may be properly rejected under 35 USC 112, second paragraph, for failure to 
properly point out and distinctly claim the invention. 

(D) Where the best mode contemplated by the inventor at the time of filing the 
application is not disclosed, a proposed amendment adding a specific mode of 
practicing the invention would not be new matter.  

(E) The best mode requirement is the same as the enablement requirement of the first 
paragraph of 35 USC 112. 
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39. Which of the following is not in accordance with the recommended characteristics set 
forth in the provisions of the MPEP for the summary of the invention? 
 

(A) The summary is separate and distinct from the abstract and is directed toward the 
disclosure as a whole, rather than just the invention. 

(B) The summary may point out the advantages of the invention or how it solves 
problems previously existent in the prior art (and preferably indicated in the 
Background of the Invention). 

(C) In chemical cases the summary should point out in general terms the utility of the 
invention.   

(D) If possible, the summary should set forth the nature and gist of the invention or 
the inventive concept should be set forth.  

(E) Any stated objects of the invention should be treated briefly in the summary and 
only to the extent that they contribute to an understanding of the invention. 

 
 
 
 
40. Which of the following does not represent prior art? 
 

(A) The preamble of a Jepson claim. 
(B) A technical journal as of its date of publication which is accessible to the public 

as of the date of its publication. 
(C) A disclosure publicly posted on the INTERNET, but containing no publication or 

retrieval date. 
(D) A doctoral thesis indexed, cataloged and shelved in a university library. 
(E) Applicant’s labeling of one of the figures in the drawings submitted with his 

application as prior art. 
 
 
 
 
41. In 1995 Patent Agent filed a U.S. patent application containing five claims (Application 
1).  All five claims are fully supported under 35 USC 112 by the disclosure of Application 1.  In 
2000, Patent Agent filed a U.S. patent application (Application 2) that was a continuation-in-part 
of Application 1.  Application 2 adds new subject matter to the disclosure of Application 1, and 
ten additional claims.  Of the fifteen claims in Application 2, claims 1-5 are exactly the same as 
Application 1, claims 6-10 are fully supported under 35 USC 112 by the disclosure of 
Application 1, and claims 11-15 are fully supported under 35 USC 112 only by the newly added 
subject matter of Application 2.  The effective filing date for claims in Application 2 is: 
 

(A) 1-15 is 2000. 
(B) 1-15 is 1995. 
(C) 1-10 is 1995. 
(D) 11-15 is 2000. 
(E) (C) and (D). 
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42. Evidence of unexpected results is relied upon to overcome a prima facie case of 
obviousness.  Which of the following is incorrect? 
 

(A) The evidence must compare the claimed invention to the closest prior art. 
(B) The evidence must be commensurate in scope with the claims. 
(C) Data relied upon to show unexpected results need not cover the full range of the 

claims if one of ordinary skill in the art could ascertain a trend in the data that 
would allow that person to reasonably extend the probative value of the data to 
the full scope of the claims. 

(D) Unexpected results can be shown by factual evidence or, if no factual evidence is 
available to the applicant, by sound argument by the applicant’s agent or attorney. 

(E) The evidence need not be in an affidavit or declaration under 37 CFR 1.132 if the 
evidence is presented in the specification of an application to which the applicant 
has attested. 

 
 
 
 
43. A patent application filed in the USPTO claims a nylon rope coated with element E for 
the purpose of preventing breakage of the rope.  In the first Office action, the examiner rejects 
the claim as obvious over P in view of a trade journal publication, T.  P teaches a nylon rope 
coated with resin for the purpose of making the rope waterproof.  T teaches a nylon tent fabric 
coated with element E for the purpose of making the tent waterproof, and suggests the use of 
element E for making other nylon products waterproof.  Following proper USPTO practices and 
procedures, the combination of P and T: 
 

(A) cannot support a prima facie case of obviousness because T lacks a suggestion to 
combine with P for the purpose of preventing breakage in nylon rope. 

(B) cannot support a prima facie case of obviousness because P lacks a suggestion to 
combine with T for the purpose of preventing breakage in nylon rope. 

(C) cannot support a prima facie case of obviousness because T only contains a 
suggestion to combine with P for the purpose of waterproofing nylon rope. 

(D) can support a prima facie case of obviousness, even though T only contains a 
suggestion to combine with P for the purpose of waterproofing nylon rope. 

(E) can support a prima facie case of obviousness because the applicant is always 
under an obligation to submit evidence of non-obviousness regardless of whether 
the examiner fully establishes a prima facie case of obviousness. 
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44. The procedures in the MPEP do not require an applicant claiming foreign priority in a 
nonprovisional utility application to: 
 

(A) submit the processing fee set forth in 37 CFR 1.17(i) if the claim for priority or 
submission of the certified copy of the priority document is made after payment 
of the issue fee and before the patent is granted. 

(B) identify the foreign application for which priority is being claimed as well as any 
foreign application for the same subject matter having a filing date before that of 
the application for which priority is being claimed. 

(C) file the claim in the application. 
(D) have the same inventive entity listed in the foreign application as in the U.S. 

application in which the priority claim has been filed. 
(E) identify the intellectual property authority or country in or for which the foreign 

application was filed. 
 
 
 
 
45. In accordance with Chapter 100 of the Manual of Patent Examining Procedure and 
35 USC 122, which of the following statements is not true? 
 

(A) All requests for reexamination and related patent files are available to the public 
subject tot he availability of the reexamination file. 

(B) The Board of Patent Appeals and Interferences handles all petitions for access to 
applications involved in an interference. 

(C) An abandoned application referenced in a U.S. patent application publication, 
U.S. patent or a U.S. application that is open to public inspection may be ordered 
for inspection by any member of the public. 

(D) The assignee of record of a part interest in an application may always intervene in 
the prosecution of the application, appointing a registered attorney or agent of his 
or her own choice, without participation by any or all other assignees. 

(E) All provisional patent applications are screened upon receipt in the USPTO for 
subject matter that, if disclosed, might impact the national security, and such 
applications are referred to appropriate agencies for consideration of restrictions 
on disclosure of the subject matter. 
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46. Which of the following statements does not accord with proper USPTO practice and 
procedure? 
 

(A) A protest may be filed by an attorney or other representative on behalf of an 
unnamed principal. 

(B) Information which may be relied on in a protest includes information indicating 
violation of the duty of disclosure under 37 CFR 1.56. 

(C) While a protest must be complete and contain a copy of every document relied on 
by the protestor, a protest without copies of prior art documents will not 
necessarily be ignored. 

(D) A protest must be submitted prior to the date the application was published or the 
mailing of a notice of allowance, whichever occurs later, provided the application 
is pending. 

(E) Since a protestor is not authorized to participate in the prosecution of a pending 
application, the examiner must not communicate in any manner with the 
protestor. 

 
 
 
 
47. A registered practitioner’s client, Apex Mfg. Corporation, bought the entire assets of 
Pinnacle Mfg. Corporation.  Pinnacle gave Apex a list of its patent applications but did not 
maintain records of the patent assignments.  Apex wishes to know which of the assignment 
documents, if any, of the pending patent applications in Pinnacle’s patent portfolio were never 
recorded. In accordance with the MPEP, which of the following actions could the practitioner 
rely upon to most expeditiously answer this question?   
 

(A) Request certified copies of the patent applications as filed.  
(B) Request certified copies of the assignment documents of record of the patent 

applications.  
(C) Request certified copies of the patent applications as filed accompanied by the 

fees set forth in 37 CFR 1.19(b)(1)(i). 
(D) Request certified copies of the patent applications as filed accompanied by the 

fees set forth in 37 CFR 1.19(b)(1)(ii). 
(E) Request certified copies of the assignment documents of record of the patent 

applications accompanied by the fees set forth in 37 CFR 1.19(b)(5). 
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48. In accordance with the MPEP and USPTO rules and procedure, a registered attorney or 
agent may be appointed to prosecute a patent application for an applicant. In which of the 
following situations will the  USPTO not recognize  the appointment of an attorney or agent to 
prosecute a patent application for an applicant?   
 

(A) The principal agent of record appoints a registered associate attorney to prosecute 
the application.  

(B) The applicant executes a power of attorney naming only a law firm to prosecute 
the application. 

(C) The applicant executes a power of attorney appointing more than one registered 
individual to prosecute the application.  

(D) The principal attorney of record appoints an associate registered agent to 
prosecute the application.  

(E) The assignee of the entire interest of record, who has established the right to 
prosecute the patent application, executes a power of attorney appointing a 
registered attorney to prosecute the patent application. 

 
 
 
 
49. Roberto files a U.S. patent application fourteen months after he perfects an invention in 
Europe.  Which of the following would establish a statutory bar against the granting of a U.S. 
patent to Roberto? 
 

(A) A foreign patent issued to Roberto 11 months prior to the filing date of Roberto’s 
U.S. patent application.  The foreign patent was granted on an application that 
was filed 23 months prior to the effective filing date of Roberto’s U.S. patent 
application.  The foreign patent application and the U.S. patent application claim 
the same invention. 

(B) The invention was described in a printed publication in the United States, 11 
months prior to the filing date of the U.S. patent application. 

(C) The invention was in public use in the United States, less than one year prior to 
the filing date of the U.S. patent application. 

(D) The invention was on sale in a foreign (NAFTA member) country, more than one 
year prior to the filing date of the U.S. patent application. 

(E) None of the above. 
 
 

10/16/2002 USPTO Reg. Exam.  Afternoon Session (Nbr. 456 Ser. 202) 22



 

50. An applicant’s claim stands rejected under 35 USC 103 as being obvious over Larry in 
view of Morris.  Larry and Morris are references published more than one year before applicant’s 
effective filing.  Although the examiner cites no suggestion or motivation for combining the 
references, they are, in fact, combinable.  Which of the following arguments could properly show 
that the claim is not obvious? 
 

(A) The inventions disclosed by Larry and Morris cannot be physically combined. 
(B) Neither Larry nor Morris provides an express suggestion to combine the 

references.  
(C) As recognized by businessmen, the high cost of Larry’s device teaches away from 

combining it with the simpler device of Morris. 
(D) Absent a suggestion or motivation, the examiner has not shown that combining 

Larry’s with Morris’s device would have been within the level of ordinary skill of 
the art. 

(E) None of the above. 
 
 

10/16/2002 USPTO Reg. Exam.  Afternoon Session (Nbr. 456 Ser. 202) 23



 

 
 
 
 
 
 

THIS PAGE INTENTIONALLY LEFT BLANK 
 
 
 
 
 

10/16/2002 USPTO Reg. Exam.  Afternoon Session (Nbr. 456 Ser. 202) 24


	UNITED STATES PATENT AND TRADEMARK OFFICE
	REGISTRATION EXAMINATION
	FOR PATENT ATTORNEYS AND AGENTS
	
	OCTOBER 16, 2002
	Afternoon Session (50 Points)Time: 3 Hours
	directions





